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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed 10/02/2008 in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 
CFR 1.17(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.1 14. Applicant's submission filed on 10/23/2007 has been entered. The 
application is not in condition for allowance in view of the new grounds of rejection set forth 
below. Claims 1-69 and 76-93 are canceled. Claims 70-75 and 94-109 are pending. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences betw een the subject matter sought to be patented and the prior art are such that the 
subject matter as a w hole would ha\ e been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the maimer in which the 
invention was made. 

Claims 62-75, 78-82, and 84-93 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent No. 5,345,743 Baier in view of US Patent No. 5,732,517 
Milikovsky. 

With respect to claims 62-75, 78-82, and 84-93, Baier discloses a simulated divided lite 
insulating glazing unit (Fig. 4) comprising first and second spaced glass panes (12, 14) spaced 
apart by a perimeter spacer (12), the first and second glass panes (12, 14) and spacer (12) 
defining a gap, a resilient foam internal muntin bar (22) disposed inside the gap which inherently 
is capable of being rolled into a roll for storage and shipping and then unrolled for application to 
the glass; the internal muntin bar (22) dividing the gap into separate portions to provide a 
divided-lite appearance to the glazing unit; the internal muntin bar (22) having a body having a 
Longitudinal direction, the body having opposed base walls (24) separated by the height of the 
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body; one of the base walls (24) having an adhesive (34) that connects the base wall (24) to an 
inner surface of one of the glass panes (14); the base wall having the adhesive (34) defining a 
body width the body being formed from a body material; and wherein (column 2, lines 60-64) 
that the body of muntin bar (22) is fabricated from a foam polymer and the foam includes a 
desiccant. Baier does not disclose the body defining at least one insulating cavity. Milikovsky 
teaches a window unit (Fig. 2) having glass panes and a spacing elements (3) between glass 
panes (2 and 4); the spacing elements (3) defining a body (B), the body (B) defining a plurality 
of insulating cavities (C); wherein the cross section of body material (B) being larger than the 
cross sectional area of the insulating cavities (C); wherein the body (B) defining a longitudinal 
direction; and each of the insulating cavity (C) extending continuous in the longitudinal 
direction; the cavities (C) arc spaced apart from one another; and wherein the cavity (C) has a 
width, the space between the cavities (C) being equal to or greater than the width of either cavity. 
It would have been obvious to one of ordinary skill in the art at the time of invention was made 
to provide the muntin bar of Baier with a plurality of insulating cavities as taught by Milikovsky 
for any of the reasons known in the art. For example, increase the resiliency of the body and/or 
reduce the effectiveness of the thermal bridge resulting from the muntin bars contacting both 
sheets of glass. 
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Response to Arguments 

Applicant's arguments filed 15 October 2007 have been fully considered but they are not 
persuasive. 

As to claims 62-68, 70-75, 78-82 and 84-93: 

Applicant argues that Milikovsky does not disclose or suggest that the body of the spacer 
with a plurality of insulating cavities or use of cavities; and the relative cross sections of the 
different portions of the spacer. Further, Applicant submits that an interpretation of unlabeled 
drawings and unexplained patent drawings cannot be used to properly support a rejection. The 
conclusion set forth in the Office action that the spacers define openings is a conclusion drawn 
only with impermissible hindsight drawn from the teachings of Applicant's specification and 
drawings. This is not persuasive. 

As stated in previous Office action mailed on 3 1 December 2007, the Examiner points 
out that one is to presume skill on the part of one of ordinary skill in the art, not a lack of skill. 
In re Sovish, 226 US PQ 771 (CCPA 1985). The illustration present in Milikovsky is exactly the 
same as applicant's illustration of cavities and thus clearly constitute cavities as readily apparent 
to any person having ordinary skill in the art. Moreover, it is well-established that one of 
ordinary skill knows something about the art apart from what is explicitly written in a reference 
document. 

Applicant states that the "features" are "unknown to the applicant" and that he would be 
"speculating" on what these features are. Be that as it may, this does not alter the position 
advanced by the Examiner and that the interpretation and recognition of such illustrations as 
"cavities" would be well-within the capability of one of ordinary skill in the art. It is also noted 
that applicant acknowledges that hollow spacers are known, e.g., see page 13, of the response, 
line 8. Applicant also states that "longitudinal and continuous" is not a reasonable interpretation 
of Milikovsky. However, this language cannot be found in claim 62 which merely recites the 
presence of "at least one open insulating cavity" which is "surrounded by the body". 
Accordingly, it would appear applicant's remarks are not commensurate with the scope of the 
claims. 
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Applicant agues that there is no suggestion or motivation either in the references 
themselves or in the knowledge generally to combine references. Therefore, the prima facie case 
of obviousness has not been established. This is not persuasive. 

In response to Applicant's argument that there is no suggestion to combine the references, 
the Examiner recognizes that references cannot be arbitrarily combined and that there must be 
some reason why one skilled in the art would be motivated to make the proposed combination of 
primary and secondary references. In re Nomiya, 184 USPQ 607 (CCPA 1975). However, there 
is no requirement that a motivation to make the modification be expressly articulated. The test 
for combining references is what the combination of disclosures taken as a whole would suggest 
to one of ordinary skill in the art. In re McLaughlin, 170 USPQ 209 (CCPA 1971). 

Applicant argues that the teaching or suggestion to make the claimed combination and 
the reasonable expectation of success must both be found in the prior art and not based on 
applicant's disclosure. Therefore, the prima facie case of obviousness has not been established. 
This is not persuasive. Test of obviousness is what combined teachings would have fairly 
suggested to one of ordinary skill in the art, In re Keller, 208 USPQ 871 (CCPA 1981). 
Moreover, in evaluating such references it is proper to take into account not only the specific 
teachings of the references but also the inferences which one skill in the art would reasonably be 
expected to drawn therefrom, In re Preda, 159 USPQ 342 (CCPA 1968). Further, one is to 
presume skill, not a lack thereof, on the part of one of ordinary skill in the art, In re Sovish, 226 
USPQ 771 (CAFC 1985). Further, it should also be noted that there is no requirement for 
motivation be explicitly found in the references themselves, In re Keller, supra, and an examiner 
may find motivation in the nature of the problem to be solved. Nevertheless, Milikovsky clearly 
teaches use of cavities in spacing elements and the purpose of such cavities is well known to 
those versed in the art (e.g., reduce effectiveness of thermal bridge). 

It is this teaching that is being applied to the muntin bar spacing elements of Baier and 

this teaching is being applied for the same reasoning known in the art to those of ordinary skill. 

Whether the particular body is a "muntin bar" or a "spacer" is not seen to be of any difference to 

the reasoning. Section 103 makes clear that applicant is not entitled to a patent when the 

differences between the claimed invention and the prior art are obvious. 
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Further, a prima facie case of obviousness is established when the teachings of the prior 
art itself would appear to have suggested the claimed subject matter to a person of ordinary skill in 
the art, In re Rinehart 189 USPQ 143 (CCPA 1976). See also In re Lalu, 223 USPQ 1257 (CAFC 
1984) and In re Fine, 5 USPQ2d 1596 (CAFC 1988). 

Further, with respect to Milikovsky, applicant argues that since there is no discussion of 
what the illustrated feature is, it is improper for the examiner to assume that the feature represents 
cavities. This is not persuasive. In particular, it is first noted that the illustration of Milikovsky is 
the same as that used by applicant. Accordingly, how is it that the illustration represents 
"cavities" when used by applicant, but the same illustration in a prior art reference does not 
represent "cavities"? 

Second, Milikovsky clearly identifies this feature as something that was part of the "state 
of the art" at least as of 1996 when the application was filed. Being that this feature was part of 
the state of the art" years before applicant's instant invention, it certainly is not unreasonable to 
expect that those of ordinary skill in the art would know what the feature is and why such feature 
would be present. Applicant makes the allegation that "Nothing in Milikovsky discloses or 
teaches the use of cavities in the body of the spacer", e.g., see page 8. No basis for this statement 
is set forth and the figures of Milikovsky indicate otherwise since cavities are shown in the body 
of the spacers. Nevertheless, applicant appears to be seeking to present a position that questions 
the accuracy of the examiner's stated interpretation of the factual technical information of the 
"state of the art" acknowledged by Milikovsky. Accordingly, in accordance with 37 CFR 
1.105 (a)( 1 )(viii), applicant is required to submit information known to him concerning what the 
state of the art was and what the illustrated features (identified as cavities by the examiner) are, if 
not in fact cavities. 

The rejections are still deemed to be proper and as such, it would appear that a clear issue 
has been obtained for review by the Board of Appeals. 

Conclusion 

This is a continuation of applicant's earlier Application No. 10/613,256. All claims are 
drawn to the same invention claimed in the earlier application and could have been finally 
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rejected on the grounds and art of record in the next Office action if they had been entered in the 
earlier application. Accordingly, THIS ACTION IS MADE FINAL even though it is a first 
action in this case. See MPEP § 706.07(b). Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no, however, 
event will the statutory period for reply expire later than SIX MONTHS from the mailing date of 
this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nahid Amiri whose telephone number is (571) 272-81 13. The 
examiner can normally be reached on 8:30-5:30. If attempts to reach the examiner by telephone 
are unsuccessful, the examiner's supervisor, Daniel P. Stodola can be reached on (571) 272- 
7087. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Nahid Amiri 
Examiner 

Art Unit 3679 /Daniel P. Stodola/ 

November 1 9, 2008 Supervisory Patent Examiner, Art Unit 3679 



